
f 



4 



01 



United States Rvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patcut and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 
www.uapta.gov 



| APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/733,752 




12/08/2000 


Gaines W. Hammond 


BSC-181 


4800 


21323 7590 


02/05/2003 









TESTA, HURWITZ & THIBEAULT, LLP 
HIGH STREET TOWER 
125 HIGH STREET 
BOSTON, MA 02110 



EXAMINER 



PELLEGRINO, BRIAN E 



ART UNIT 



PAPER NUMBER 



3738 

DATE MAILED: 02/05/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Offic Action Summary 



Application No. 

09/733,752 



Examiner 

Brian E Pellegrino 



Applicant(s) 

HAMMOND ETAL 



Art Unit 

3738 



~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 19 November 2002 . 
2a)D This action is FINAL. 2b)|EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) |S] Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) 1-9 and 16-18 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) £<] Claim(s) 10-15 and 19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 
15)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) [><] Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) £<] Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2J . 



4) O Interview Summary (PTO-413) Paper No(s). 

5) D Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 
Election/Restrictions 

Applicant's election of Group II and Species I in Paper No. 7 and stent Species 
V, in Paper No. 9 is acknowledged. Because applicant did not distinctly and specifically 
point out the supposed errors in the restriction requirement, the election has been 
treated as an election without traverse (MPEP § 818.03(a)). 

Claims 1-9, 16-18 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention and species, there being no 
allowable generic or linking claim. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 11 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. The claims recite "the body member" in line 3 of 

each claim, however, it is not clear which "body member" the applicant is referring to. 

The stent and the connecting member each were recited to contain a "body member," 

thus making it unclear which one is intended to be referred to. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

states- 
Claims 10-12,19 rejected under 35 U.S.C. 102(b) as being anticipated by 

Barwick (5041092). Barwick discloses a "stent" or elongated body member 16 with a 

lumen therein and a connecting segment 14 located outside a patient's body, see Fig. 1. 

The use of "substantially within " is terminology of relative degree, which has no basis of 

comparison. For this reason, it is considered broad and relatively unlimited. Thus, it can 

be construed that the body member is sized for placement "substantially within" the ^ 

prostatic section of the urethra. Barwick also discloses the connecting segment is 

releasably coupled to the stent, col. 3, lines 60-62. It can also be seen (Fig. 2) that the 

body member 16 has an expandable balloon 30 at the proximal end to hold the 

prosthesis in place. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 09/733,752 Page 4 

Art Unit: 3738 

Claims 10-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zilber (4955859) in view of Klumb et al. (6238430). Zilber discloses a prostatic stent 
(Figs. 1 ,2) having a lumen 26 within the body member 12. It can also be seen that the 
stent has a coil spring 28 within the body for structural support. Fig. 5 shows the stent 
placed substantially in the prostatic section 70 of the urethra and has a retaining 
member 14 extending from the proximal end. Zilber does disclose that the stent is 
delivered with a push rod system, col. 8, lines 7-20. However, Zilber does not disclose 
an alternative delivery system where the elongated member with a handle is coupled to 
the distal end of the stent. Klumb et al. (Fig. 1) shows an elongated body member 18 
that couples to a stent. It can also be seen that the handle 10 with an opening 16 and a 
mechanism 14 attached to a pushing device that is received within the stent, col. 6, 
lines 2-7. It would have been obvious to one of ordinary skill in the art to use substitute 
delivery systems such as one with a hand mechanism as taught by Klumb et al. with the 
prostatic stent of Zilber in order to easier manipulate the delivery of the stent to the site. 
The delivery system of Klumb can easily engage or couple with the spring of the Zilber 
stent. The elongated connection member would inherently extend outside the patient's 
body. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ahmadzadeh (5380270) discloses an expandable retainer 
system for a ureteral catheter. 



• 
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Rosenbluth et al. (5752971) show a catheter with an expansion balloon to retain 
the device in the urethra and an elongated member extending outside the patient body. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian Pellegrino whose telephone number is (703) 306- 
5899. The examiner can normally be reached on Monday-Thursday from 8:30am to 
6pm. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott, can be reached at (703) 308-21 1 1 . The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
308-2708. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0858. 




Brian E. Pellegrino 
TC 3700, AU 3738 



Bruce Snow 
Primary Examiner 




